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DETAILED ACTION 

This application has been examined. Claims 1-59 are pending. 

Priority 

The effective date of the claims described in this application is September 23, 

2003. 

Information Disclosure Statement 

The information disclosure statement (IDS) submitted on 01/20/2004 is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the information disclosure 
statement is being considered by the examiner. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-59 rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claims 1 -59 recite a limitation for 'a specialized entity'. The term 'specialized 
entity' is a relative term which renders the claim indefinite. The term specialized entity 
is not defined by the claim, the specification does not provide a standard for 
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ascertaining the requisite degree, and one of ordinary skill in the art would not be 
reasonably apprised of the scope of the invention. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-2,6,15-19,21-27,34-37,39-44,52-55, 57-59 rejected under 35 
U.S.C. 102(e) as being anticipated by Leber (US Publication 2003/0182391). 



Leber disclosed (re. Claim 1,26,39,40,42, 57-58) a computer implemented 
method for task execution based on dialog-based communication with a communication 
service, comprising: receiving dialog from a user, the dialog being directed to a 
specialized entity (Leber-Paragraph 67, 'chat box' ) ; analyzing the dialog to identify a 
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command; (Leber-Paragraph 68) and performing a task on the user's behalf based on 
the command. (Leber-Paragraph 67) 

Leber disclosed (re. Claim 2,27,43) wherein analyzing the dialog to identify a 
command comprises analyzing the dialog to determine which of a variety of applications 
is necessary to complete the task. (Leber-Paragraph 78, Paragraph 91 ) 

Leber disclosed (re. Claim 6,44) utilizing the specialized entity to participate in 
dialog interaction with the user to guide the user in the production of said dialog. (Leber- 
Paragraph 204-205) 

Leber disclosed (re. Claim 15,34,52) wherein the communication service is an 
instant message communication service, and wherein receiving dialog from the user 
comprises receiving instant message dialog. (Leber-Paragraph 67, 'chat box' ) 

Leber disclosed (re. Claim 16,35,53) wherein the dialog is directed to a 
specialized buddy appearing on an instant messaging buddy list associated with the 
user. (Leber-Paragraph 267) 



Leber disclosed (re. Claim 17,36,54) wherein the communication service is a text 
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messaging communication service, and wherein receiving dialog from the user 
comprises receiving text messaging dialog. (Leber-Paragraph 67, 'chat box' ) 

Leber disclosed (re. Claim 18,37,55) wherein the communication service is an 
email transport service, and wherein receiving dialog from a user comprises receiving 
an email addressed to the specialized recipient. (Leber-Paragraph 67, 'chat box' ) 

Leber disclosed (re. Claim 19) wherein analyzing the dialog to identify a 
command comprises parsing a textual content of the email. (Leber-Paragraph 43 ) 

Leber disclosed (re. Claim 21) wherein analyzing the dialog to identify a 
command comprises analyzing the dialog to identify a keyword. (Leber-Paragraph 43 ) 

Leber disclosed (re. Claim 22,23) performing a task on the user's behalf based 
on the command. (Leber-Paragraph 67) 

Leber disclosed (re. Claim 24,59) wherein performing a task on the user's behalf 
comprises interfacing with a calendar software application. (Leber-Paragraph 105) 
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Leber disclosed (re. Claim 25,41) wherein execution of the command is 
contingent upon a set of predetermined circumstances, and wherein performing a task 
on the user's behalf comprises performing a task when the predetermined set of 
circumstances have occurred. (Leber-Paragraph 253, 'a periodic reminder" ) 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3-5,7-14, 28-33, 45-51 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Leber (US Publication 2003/0182391) in view of Yairi (US Publication 

2004/0078424). 

While Leber substantially disclosed the invention as claimed, Leber did not 
disclose (re. Claim 3) determining whether the user is authorized to utilize the 
application necessary to complete the task, and performing the task only if the user is 
authorized. 
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Yairi disclosed (re. Claim 3) determining whether the user is authorized to utilize 
the application necessary to complete the task, and performing the task only if the user 
is authorized. (Yairi-Paragraph 50) 

Leber and Yairi are analogous art because they present concepts and practices 
regarding presentation of web services via IM to a mobile user. At the time of the 
invention it would have been obvious to a person of ordinary skill in the networking art to 
combine Yairi into Leber. The motivation for said combination would have been to 
overcome the shortcomings of SMS (Yairi-Paragraph 7). 

Leber-Yairi disclosed (re. Claim 4) presenting the user with an opportunity to 
become authorized when the user is not authorized to utilize the application necessary 
to complete the task. (Yairi-Paragraph 40, 'composite service offered to the 
user', Paragraph 49) 

Leber-Yairi disclosed (re. Claim 5) wherein presenting the user with an 
opportunity to become authorized comprises presenting the user with an opportunity to 
purchase access. (Yairi-Paragraph AO, 'composite service offered to the user", Paragraph 
49) 

While Leber substantially disclosed the invention as claimed, Leber did not 
disclose (re. Claim 7) wherein utilizing the specialized entity to participate in dialog 
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interaction with the user comprises: presenting the user with a plurality of choices; and 
receiving from the user a selection of one of the plurality of choices. 

Leber-Yairi disclosed (re. Claim 7,28,45) wherein utilizing the specialized entity to 
participate in dialog interaction with the user comprises: presenting the user with a 
plurality of choices; and receiving from the user a selection of one of the plurality of 
choices. (Yairi-Paragraph 30) 

Leber and Yairi are analogous art because they present concepts and practices 
regarding presentation of web services via IM to a mobile user. At the time of the 
invention it would have been obvious to a person of ordinary skill in the networking art to 
combine Yairi into Leber. The motivation for said combination would have been to 
overcome the shortcomings of SMS (Yairi-Paragraph 7). 

Leber-Yairi disclosed (re. Claim 8,29,46) wherein performing a task on the user's 
behalf comprises performing a task tailored to the selection of one of the plurality of 
choices. (Leber-Paragraph 91) 

While Leber substantially disclosed the invention as claimed, Leber did not 
disclose (re. Claim 9,30) performing a task tailored to a parameter listed in a profile 
associated with the user; (re. Claim 10,31,47) performing a task tailored to a preference 
associated with the user; (re. Claim 11,32,48) wherein the preference is set by the user; 
(re. Claim 12,33,49) wherein the preference is automatically set based on a history of 
user interactions with the specialized entity. 
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Yairi disclosed (re. Claim 9, 10, 11,12,30,31,32,33,47,48,49) performing a task 
tailored to a parameter listed in a profile associated with the user;(Yairi-Paragraph 33, 
'obtains any necessary parameters from the IM client', Paragraph 43) Yairi disclosed 
(re. Claim 12, 33, 49) wherein the preference is automatically set based on a history of 
user interactions with the specialized entity. (Yairi-Paragraph 33, 'obtains any necessary 
parameters from the IM client', Paragraph 43) 

Leber and Yairi are analogous art because they present concepts and practices 
regarding presentation of web services via IM to a mobile user. At the time of the 
invention it would have been obvious to a person of ordinary skill in the networking art to 
combine Yairi into Leber. The motivation for said combination would have been to 
overcome the shortcomings of SMS (Yairi-Paragraph 7). 

While Leber substantially disclosed the invention as claimed, Leber did not 
disclose (re. Claim 13,50) determining a geographic location of a device with which the 
user is communicating with the communication service; (re. Claim 14,51) performing a 
task on the user's behalf comprises performing a task tailored to the geographic 
location. 

Yairi disclosed (re. Claim 13,14,50,51) determining a geographic location of a 
device with which the user is communicating with the communication service. (Yairi- 
Paragraph 34,' alerting to traffic information subsequent to providing driving directions 
(optionally further based on a location of the mobile terminal)' ) 
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Leber and Yairi are analogous art because they present concepts and practices 
regarding presentation of web services via IM to a mobile user. At the time of the 
invention it would have been obvious to a person of ordinary skill in the networking art to 
combine Yairi into Leber. The motivation for said combination would have been to 
overcome the shortcomings of SMS (Yairi-Paragraph 7). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9-12,20, 30-33, 38, 47-49,56 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Leber (US Publication 2003/0182391) in view of Kennewick 

(US Publication 2004/0193420). 

While Leber substantially disclosed the invention as claimed, Leber did not 
disclose (re. Claim 9,30) performing a task tailored to a parameter listed in a profile 
associated with the user; (re. Claim 10,31,47) performing a task tailored to a preference 
associated with the user; (re. Claim 11,32,48) wherein the preference is set by the user; 
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(re. Claim 12,33,49) wherein the preference is automatically set based on a history of 
user interactions with the specialized entity. 

Kennewick disclosed (re. Claim 9, 10, 11,12,30,31,32,33,47,48,49) performing a 
task tailored to a parameter listed in a profile associated with the user;(Kennewick- 
Paragraph 11, 'user specific profile data"). Kennewick disclosed (re. Claim 12,33,49) 
wherein the preference is automatically set based on a history of user interactions with 
the specialized entity. (Kennewick - Paragraph 32) 

Leber and Kennewick are analogous art because they present concepts and 
practices regarding presentation of web services via IM to a mobile user. At the time of 
the invention it would have been obvious to a person of ordinary skill in the networking 
art to combine Kennewick into Leber. The motivation for said combination would have 
been to allow for natural language speech queries or commands in a vehicular 
environment. (Kennewick-Paragraph 6) 



While Leber substantially disclosed the invention as claimed, Leber did not 
disclose (re. Claim 20,38,56) wherein the communication service is an automated 
telephone system, and wherein receiving dialog from a user comprises receiving 
speech communication. 



Application/Control Number: 10/668,438 Page 12 

Art Unit: 2144 

Kennewick disclosed (re. Claim 20,38,56) wherein the communication service is 
an automated telephone system, and wherein receiving dialog from a user comprises 
receiving speech communication. (Kennewick-Paragraph 76) 

Leber and Kennewick are analogous art because they present concepts and 
practices regarding presentation of web services via IM to a mobile user. At the time of 
the invention it would have been obvious to a person of ordinary skill in the networking 
art to combine Kennewick into Leber. The motivation for said combination would have 
been to allow for natural language speech queries or commands in a vehicular 
environment. (Kennewick-Paragraph 6) 



Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in 
the references applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and are 
applied to specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the Examiner. 
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In the case of amending the claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Greg Bengzon whose telephone number is (571 ) 272- 
3944. The examiner can normally be reached on Mon. thru Fri. 8 AM - 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Vaughn can be reached on (571)272-3922. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR C ANAD A)ior 1 -272-1 OCMZ^ 





